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REMARKS 

1. In response to the Office Action mailed November 20, 2007, Applicants respectfully 
request reconsideration. Claims 2-21 have been rejected. Claim 8 has been amended for 
purposes of clarification and not to limit its scope. No new matter has been added. No claims 
have been cancelled or added. Thus, upon entry of this paper, claims 2-3, 5-16, 18-19, and 21 
will be pending in this application. Of these seventeen (17) claims, two (2) claims (claims 8 and 
21) are independent. 

Art of Record 

2. Applicants acknowledge receipt of form PTO-892 listing an additional reference 
identified by the Examiner. 

Priority Claim 

3. Applicants note with appreciation the Examiner's acknowledgement of foreign priority 
under 35 U.S.C. §119. 

Claim Rejections 

4. Claims 2, 3, 5-16, 18, 19 and 21 are rejected under 35 U.S.C. §103(a) as being 
unpatentable over U.S. Patent No. 5,268,555 to Jones, et al ("Jones") in view of JP409139164A 
in view of JP360166167A and further in view of U.S. Patent No. 5,595,670 to Mombo-Caristan 
("Mombo-Caristan"). Additionally, claims 6, 7, 18 and 19 have been rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Jones in view of JP409139164A in view of JP360166167A 
and in view of Mombo-Caristan as applied to claims 21 and further in view of U.S. Patent No. 
4,230,930 to Chang, et al ("Chang"). 

The Rejection of Claims 8 and 21 under 35 U.S.C. §103 is Prima Facie Improper 

5. The rejections of claims 8 and 21 are prima facie improper because the Office Action 
provides no appropriate basis for combining Jones, JP409139164A, JP360166167A and Mombo- 
Caristan. As recently stated by the Supreme Court, "a patent composed of several elements is 
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not proved obvious merely by demonstrating that each of its elements was, independently known 
in the prior art." (See KSR International Co. v. Teleflex Inc., Ill S.Ct. 1727, 1741 (2007).) 
Moreover, the Supreme Court recognized in KSR that "rejections on obviousness grounds cannot 
be sustained by mere conclusory statements; instead, there must be some articulated reasoning 
with some rational underpinning to support the legal conclusion of obviousness." (See KSR, 
111 S.Ct. at 1741 (citing In re Kahn, 441 F.3d 977, 988 (C.A.Fed. 2006).) 

6. Applicants submit that the Office Action completely fails to satisfy these legal obligations 
in the rejections of claims 8 and 21 under 35 U.S.C. §103. In particular, the Office Action does 
what has been viewed as circumspect by the Supreme Court, and merely provides a series of 
conclusory and unsupported statements to justify the proposed combination. Furthermore, the 
Office Action fails to ascertain the differences between the alleged teaching of the prior art and 
the claimed invention, as required by MPEP 706.02(n), making the rejections difficult, if not 
impossible, to comprehend and address. 

7. In rejecting claims 8 and 21, the Office Action states: 

Jones et al describe well known joining of contacts including laser welding of 
dissimilar metals. JP409139164A describes (Abstract and Figure 2) well known 
copper and silver contact. Mombo-Caristan describes YAG (solid state) laser 
welding. Mombo-Caristan describes (column 2, line 19 through column 3) well 
known angle of incidence of in the same direction as relative motion along the 
weld. Mombo-Caristan describe (column 19, lines 36+) producing an oblong 
beam spot and either leading or trailing the spot. Mombo-Caristan describes 
(Claims 1 and 28) aiming the laser onto at least one of the sheets. The use of an 
angle of incidence of 5-20 degrees during laser welding an aluminum plate to a 
copper body would have been obvious at the time applicant's invention was made 
to a person having ordinary skill in the art because the angled beam can control 
porosity and push the melted spot forward. JP360166167A describes (Abstract 
Purpose) "starting welding from the section where the mass is large". Aiming the 
laser beam such that at least 70% of the molten material lies on the copper body 
side of the joint would have been obvious at the time applicant's invention was 
made to a person having ordinary skill in the art because the copper has a higher 
melting point than the silver and because the weld spot can be maintained with 
adequate distribution of heat transfer and without weld dropout. Beginning of the 
weld on the larger heat sink body would have been obvious at the time applicant's 
invention was made to a person having ordinary skill in the art because the solid 
state laser is readily available as a welding apparatus and because the heat 
capacity of the larger work piece is greater than the capacity of the smaller work 
piece and therefore requires more heat input than the smaller work piece in order 
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to create a weld pool comprising melt from both work pieces. Varying the angle 
of incidence of the laser with respect to the work is a well known subject for 
course studies in welding and the use of a particular angle of incidence would 
have been obvious at the time applicants invention was made to a person having 
ordinary skill in the art depending on the work piece shapes, compositions, and 
orientations. 

(See, Office Action, pgs. 2-3.) 

8. As demonstrated in the quoted portion above, the Office Action provides only a string of 
conclusory statements in order to support its assertion that all limitations of Applicants' claims 8 
and 21 are taught or suggested by the art of record. These statements lacks the ' rational 
underpinning" to support the obviousness of the proposed combination as required by the 
Supreme Court. (See KSR., Ill S.Ct. at 1741; emphasis added.) 

9. Additionally, a person having ordinary skill in the art, without having Applicants' 
disclosure, would not in fact have been motivated to combine the cited references to make 
Applicants' claimed invention. As acknowledged in the Office Action, "copper has a higher 
melting point than the silver" which would ordinarily mean that a substantial quantity, if not a 
majority, of molten material would naturally remain on the silver side of the joint, instead of the 
"at least 70% lies on a side of the elongated weld that is closer to said copper body" as claimed 
in independent claims 8 and 21. As disclosed by Applicants, properly managing the laser beam 
to achieve such a molten material distribution provides improved mechanical strength of the 
joint. (See, Applicants' specification, \ 30.) Since achieving this distribution of molten material 
is difficult to achieve, a person of ordinary skill in the art, without knowing the benefit afforded 
by such a distribution as provided by Applicants' own disclosure, would not have been 
motivated to search for and combine the references as suggested in the Office Action. The 
benefit of improved mechanical strength provided by a counterintuitive or un-natural depositing 
of "at least 70% lies on a side of the elongated weld that is closer to said copper body", as 
disclosed by Applicants, is therefore not taught by the references cited in the Office Action and 
would not have been sought by a person having ordinary skill in the art. 

10. Because the Examiner has completely failed to provide any rational underpinning to justify 
the proposed combination, and since one of ordinary skill in the art would not have been 
motivated to combine the references as suggested in the Office Action, Applicants assert that the 
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proposed combination of Jones, JP409139164A, JP360166167A and Mombo-Caristan is prima 
facie improper. As such, Applicants request that the rejections of claims 8 and 21 under 35 
U.S.C. § 103 be reconsidered, and that they be withdrawn. 

The Proposed Combination Still Does not Contain All Elements of 
Applicant's Claims 8 and 21 

1 1 . Even if the references were modified in the manner proposed in the Office Action, the 
resulting combination would still fail to contain all elements of the present invention as recited in 
claims 8 and 21. Specifically, the proposed combination of references asserted in the Office 
Action still fails to teach or suggest at least "wherein the elongated weld comprises molten 
material of which at least 70% lies on a side of the elongated weld that is closer to said copper 
body" as recited, in part, in claims 8 and 21. {See, Applicants' independent claims 8 and 21, 
above; emphasis added.) 

12. In rejecting claims 8 and 21, the Office Action appears to be asserting that this limitation is 
taught or suggested by JP360166167A. The Office Action states, "JP360166167A describes 
(Abstract Purpose) 'starting welding from the section where the mass is large'. Aiming the laser 
beam such that at least 70% of the molten material lies on the copper body side of the joint 
would have been obvious at the time applicant's invention was made to a person having ordinary 
skill in the art because the copper has a higher melting point than the silver and because the weld 
spot can be maintained with adequate distribution of heat transfer and without weld dropout." 
{See, Office Action, pg. 3; emphasis added.) 

13. JP360166167A is directed to a welding method in which a region of two members having 
non-uniform mass is welded and then welded again, in order to avert problems of welding 
defects. {See, JP360166167A, Abstract.) JP360166167A does not indicate the manner in which 
the molten material should be distributed over the joint during the welding process, much less 
that "at least 70% lies on a side of the elongated weld that is closer to said copper body" as 
claimed in Applicants' independent claims 8 and 21. Furthermore, instead of welding a silver- 
based alloy layer to a copper body as in Applicants' independent claims 8 and 21, 
JP3 60 166 167 A is generally directed to welding "members having ununiform mass... such as 



9 



Application No. 10/500,366 Docket No.: 22106-00060-US1 

Reply to Office Action of November 20, 2007 

high-carbon steels or the like having high sensitivity to cracking." (See, JP360166167A, 
Abstract.) Thus, even where the references were properly combined, the resulting combination 
would not contain all features of Applicants' claimed invention. 

14. Therefore, because the combination of the cited references under 35 U.S.C. §103 is prima 
facie improper and because the resulting combination fails to teach or suggest all elements of 
independent claims 8 or 21, Applicants respectfully request that the rejections of claims 8 and 21 
under 35 U.S.C. §103 be reconsidered, and that they be withdrawn. 

Dependent Claims 

15. The dependent claims incorporate all of the subject matter of their respective independent 
claims and add additional subject matter, which makes them a fortiori independently patentable 
over the art of record. Accordingly, Applicants respectfully request that the outstanding 
rejections of the dependent claims be reconsidered and withdrawn. 

Conclusion 

16. In view of the above amendment, Applicants believe the pending application is in 
condition for allowance. 

17. In the event that the Examiner believes that an interview would serve to advance the 
prosecution of this application, the undersigned is available at the number noted below. 
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18. Please charge any fees due with this response to our Deposit Account No. 22-0185, under 
Order No. 22106-00060-US1 from which the undersigned is authorized to draw. 



Dated: February 20, 2008 Respectfully submitted, 

Electronic signature: /Burton A. Amernick/ 
Burton A. Amernick 

Registration No.: 24,852 
CONNOLLY BOVE LODGE & HUTZ LLP 
1875 Eye Street, NW 
Suite 1100 

Washington, DC 20006 
(202) 331-7111 
(202) 293-6229 (Fax) 
Attorney for Applicant 
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